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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period vAW apply and WiW expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this conununication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) 13 Responsive to connmunication(s) filed on 08 August 2005 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for fonmal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parfe Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 1 and 38-68 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1 and 38-68 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) Including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

II) n The oath or declaration is objected to by the Examiner. Note the attached Office Action orfomn PTO-152. 

Priority under 35 U.S.C. § 119 

1 2)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (0- 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . Claims 1 , and 38-68 are presented for examination; claims 1 , 45, 53, and 61 
independent. 

Terminal Disclaimer 

2. The terminal disclaimer filed on August 8, 2005 disclaiming the terminal portion 
of any patent granted on this application which would extend beyond the expiration date 
of patent 6,691,158 has been reviewed and is accepted. The terminal disclaimer has 
been recorded. 

Claim Rejections - 35 USC § 101 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 61-68 are rejected under 35 USC 101 as not being tangibly embodied. 

Claims 61-68 are directed to a computer data signal embodied in a carrier wave, 
which has been held as not being tangibly embodied. To overcome this type of 101 
rejection the claims need to be amended to include only the physical computer media 
and not a transmission media or other intangible or non-functional media. 
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Claim Rejections - 35 USC § 102 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1, 38, 39, 45-47, 53-55, and 61-63 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Wesinger, Jr. et al. (USPN 5,778,367) (cited by Applicant in 
IDS) (hereinafter Wesinger). 

5. Referring to claim 1 , Wesinger discloses a method of providing access to a 
collection of electronic business cards (the Office takes the term "electronic business 
cards" as an entity on a computer medium which comprises information which would 
normally be contained on a paper business card, such as name, address, telephone 
number, title, etc.) comprising the steps of: 

providing an electronic business card file Web site to a user, wherein the Web 
site includes an electronic business card file of the user (Figure 2A, 2G, 2N); 

allowing the user to access the electronic business card file of the user (it is 
understood that the user accessing owns the card file being accessed) (col. 6, lines 20- 
25); 

allowing the modification of temporary location information by the user in a 
plurality of fields (i.e. address, city, state, zip, etc.) and storing (i.e. updating) said 
temporary location information (Figure 2P; coL 6, lines 20-25). ^ 
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6. Referring to claim 38, Wesinger disclose the temporary location information 
includes a pre-defined set of contact locations (i.e. location fields such as address, city, 
state, country, email, etc.) (Figure 2P). 

7. Referring to claim 39, Wesinger discloses the contact locations are identified by 
an address, a phone number, and email address (Figure 2P). 

8. Claims 45-47, 53-55, and 61-63 are rejected for similar reasons as stated above. 

Claim Rejections - 35 USC § 103 

9. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 40-44, 48-52, 56-60, ad 64-68 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Wesinger in view of Elsey et al. (USPN 6,870,921 ) (hereinafter 
Elsey). 

10. Referring to claim 40, Wesiner discloses the invention substantively as described 
in claim 1 . Wesinger does not specifically disclose allowing a user to specify a privacy 
level for the temporary location information. In analogous art, Elsey discloses another 
directory assistance for electronic business cards which discloses allowing a user to 
specify a privacy level for the temporary location information (Figure 11; col. 4, lines 36- 
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45; col, 5, lines 39-50). It would have been obvious to one of ordinary skill in the art to 
combine the teaching of Elsey with Wesinger in order to provide the users of Wesinger 
the ability to restrict the viewing of contact information to privileged individuals while 
providing greater connectivity while keeping contact details private as supported by 
Elsey (col. 1, lines 60-67). 

1 1 . Referring to claim 41 , Wesinger discloses the invention substantively as 
described in claim 1 . Wesinger does not specifically disclose the privacy level includes 
a private level. In analogous art, Elsey discloses the privacy level includes a private 
level (i.e. private) (Figure 11; col. 4, lines 36-45; col. 5, lines 39-50). It would have been 
obvious to one of ordinary skill in the art to combine the teaching of Elsey with Wesinger 
in order to provide the users of Wesinger the ability to restrict the viewing of contact 
information to privileged individuals while providing greater connectivity while keeping 
contact details private as supported by Elsey (col. 1, lines 60-67). 

1 2. Referring to claim 42, Wesinger discloses the invention substantively as 
described in claim 1. Wesinger does not specifically disclose the privacy level includes 
multiple level privacy capability. In analogous art, Elsey discloses the privacy level 
includes an owner level, a "read-only" level, and a private level (Figure 11; col. 4, lines 
36-45; col. 5, lines 39-50). It would have been obvious to one of ordinary skill in the art 
to combine the teaching of Elsey with Wesinger in order to provide the users of 
Wesinger the ability to restrict the viewing of contact information to privileged individuals 
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while providing greater connectivity while keeping contact details private as supported 
by Elsey (col. 1, lines 60-67). 

1 3. Referring to claim 43, Wesinger discloses the invention substantively as 
described in claim 1 . Wesinger does not sjDecifically disclose the privacy level is 
specified on a user group basis. In analogous art, Elsey discloses the privacy level is 
specified on a user group basis (i.e. some employees may be provided access to the 
actual contact details while others may have only the ability to place calls without the 
details) (col. 4, lines 30-40). It would have been obvious to one of ordinary skill in the 
art to combine the teaching of Elsey with Wesinger in order to provide the users of 
Wesinger the ability to restrict the viewing of contact information to privileged individuals 
while providing greater connectivity while keeping contact details private as supported 
by Elsey (col. 1 , lines 60-67). 

14. Referring to claim 44, Wesinger discloses the invention substantively as 
described in claim 1. Wesinger does not disclose a privacy level is specified for each of 
a plurality of fields of temporary location information. In analogous art, Elsey discloses 
a privacy level is specified for each of a plurality of fields of temporary location 
information (Figure 1 1 , note the checkbox, "PRIVATE" next to each text box). It would 
have been obvious to one of ordinary skill in the art to combine the teaching of Elsey 
with Wesinger in order to provide the users of Wesinger the ability to restrict the viewing 
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of contact information to privileged individuals while providing greater connectivity while 
keeping contact details private as supported by Elsey (col. 1, lines 60-67). 

15. Claims 48-52, 56-60, ad 64-68 are rejected for similar reasons as stated above. 

Response to Amendment 

16. Applicant's amendments to claims 45-52 have been considered. The rejection 
under 35 USC 101 has been withdrawn. Although it is not expressly stated that the 
computer instructions are not embodied on a tangible medium, since they are executed 
by a processor, inherently shows that there must be a computer-readable medium 
somewhere in the system in which to store these instructions. By this rationale, these 
claims are deemed statutory. 

Response to Arguments 

17. Applicant argues, in substance, that (1) claims 61-68 are statutory subject matter 
as supported by the supplied Examination Guidelines for Computer-Related Inventions, 
(2) Wesinger does not disclose allowing the modification of temporary location 
information by the user in a plurality of fields and storing said temporary location 
information, (3) Elsey is not prior art with regard to the 1 .131 affidavit submitted in the 
parent case. 
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1 8. As to point (1 ) it is the current policy of the United States Patent and Trademark 

Office that a computer program must be embodied in a tangible medium in order to 

realize the functionality of the computer program. As such, a computer data signal 

embodied in a carrier wave does not qualify as a tangible medium. Applicant's attention 

is also directed to Diamond v. Chakrabarty, 447 U.S. 303, 308-09, 206 USPQ 193, 

197 (1980). where it is stated: 

[T]his Court has read the term "manufacture" in §101 in accordance with 
its dictionary definition to mean "the production of articles for use from 
raw materials prepared by giving to these materials new forms, qualities, 
properties, or combinations whether by hand labor or by machinery." 
American Fruit Growers, Inc. v. Brogdex Co., 283 U.S. 1, 1 1, 8 USPQ 
131, 133 (1931). 

As such, a data signal is not produced from raw materials. By this rationale, the 
rejection is maintained. 

As to point (2), Applicant is reading limitations of the term "temporary location 
information" into the claim. Applicant on page 8 shows where in the specification and 
on the Internet referring to the "temporary location information" according to an 
embodiment of the present invention. Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). Therefore, allowing the 
broadest interpretation of the term "temporary location information", it is construed as 
"location information which is not permanent". As shown in Figure 2P, the user can 
update the location information (i.e. location fields such as address, city, state, country. 
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email, etc.), and can then submit this information to be updated. By this rationale, the 
Office construes the update features shown in Figure 2P and col. 6, lines 15-33 to read 
upon the claimed "temporary location information". By this rationale, the rejection is 

maintained. 

1 9. As to point (3), since the affidavit of the parent case pertains to the invention as 
described in the parent case, it does not apply to the child case since they are different 
inventions (i.e. the parent case does not provide for modification of temporary location 
information by the user, rather the entry of temporary location information into a second 
plurality of fields and storing the location information). Therefore Elsey is still 
considered prior art in the child case. Applicant is invited to submit an affidavit under 

1 .131 in order to swear behind the Elsey reference in the child case. 

Conclusion 

20. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period,. then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Again, it is the Examiner's position that Applicant has not yet submitted claims 
drawn to limitations, which define the operation and apparatus of Applicant's disclosed 
invention in manner, which distinguishes over the prior art. As it is Applicant's right to 
continue to claim as broadly as possible their invention. It is also the Examiner's right to 
continue to interpret the claim language as broadly as possible. It is the Examiner's 
position that the detailed functionality that allows for Applicant's invention to overcome 
the prior art used in the rejection, fails to differentiate in detail how these features are 
unique as already shown by the rejections above. Thus, it is clear that Applicant must 
submit amendments to the claims in order to distinguish over the prior art use in the 
rejection that discloses different features of Applicant's claim invention. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph E. Avellino whose telephone number is (571 ) 
272-3905. The examiner can normally be reached on Monday-Friday 7:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A. Wiley can be reached on (571 ) 272-3923. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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August 15, 2005 
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